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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name MG Icon LLC

Granted to Date
of previous ex-
tension

03/11/2017

Address 1450 Broadway 3rd Floor
New York, NY 10018
UNITED STATES

Attorney informa-
tion

Theodore R. Remaklus
Wood, Herron & Evans, L.L.P.
441 Vine Street 2700 Carew Tower
Cincinnati, OH 45202
UNITED STATES
tremaklus@whe-law.com

Applicant Information

Application No 87177667 Publication date 01/10/2017

Opposition Filing
Date

03/03/2017 Opposition Peri-
od Ends

03/11/2017

Applicant Weathered Souls Brewing Company LLC
606 Embassy Oaks Suite 500
San Antonio, TX 78216
UNITED STATES

Goods/Services Affected by Opposition

Class 032. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Beer

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Dilution by tarnishment Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4078284 Application Date 05/12/2010

Registration Date 12/27/2011 Foreign Priority
Date

NONE

Word Mark MATERIAL GIRL

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 2011/08/15 First Use In Commerce: 2011/08/15

Body lotions; Cosmetics

U.S. Registration
No.

4147138 Application Date 12/04/2009

Registration Date 05/22/2012 Foreign Priority
Date

NONE

Word Mark MATERIAL GIRL

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 2010/08/31 First Use In Commerce: 2010/08/31

Bangle bracelets; Bracelets; Earrings; Jewelry; Necklaces; Rings

Class 018. First use: First Use: 2010/08/31 First Use In Commerce: 2010/08/31

Change purses; Coin purses; Handbags; Knapsacks; Pocketbooks; Purses

Class 025. First use: First Use: 2010/08/31 First Use In Commerce: 2010/08/31

Belts for clothing; Boots; Bras; Coats;Gloves; Jackets; Jeans; Knit shirts; Linger-
ie; Long-sleeved shirts; Overcoats; Pants; Sandals; Scarves; Shoes; Shorts;
Skirts and dresses; Sweaters; Swimwear; T-shirts; Underwear

U.S. Application
No.

86267223 Application Date 04/30/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark MATERIAL GIRL



Design Mark

Description of
Mark

NONE

Goods/Services Class 020. First use: First Use: 0 First Use In Commerce: 0

Accent pillows; Bath pillows; Bed pillows; Pillows

Class 024. First use: First Use: 0 First Use In Commerce: 0

Bath sheets; Bath towels; Beach towels;Bed blankets; Bed sheets; Bedspreads;
Blanket throws; Comforters; Duvet covers;Duvets; Hand towels; Pillow cases;
Pillow shams; Quilt covers; Quilts; Sheet sets; Shower curtains; Towels

Class 027. First use: First Use: 0 First Use In Commerce: 0

Area rugs; Bath mats; Non-slip bathtub mats

U.S. Application
No.

86289261 Application Date 05/22/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark MATERIAL GIRL

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 0 First Use In Commerce: 0

Anti-perspirants, bath gels, bath soaps, body powder, body sprays, cologne, de-
odorants for personal use, eau de toilette, perfume, hair fragrance in the
natureof a mist

U.S. Application
No.

86482309 Application Date 12/16/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark MATERIAL GIRL



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0

Cases for eyeglasses and sunglasses; Eyeglass chains and cords; Eyeglasses;
Frames for spectacles and sunglasses; Sunglasses

U.S. Application
No.

86482329 Application Date 12/16/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark MATERIAL GIRL

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 0 First Use In Commerce: 0

Watches

U.S. Application
No.

86482359 Application Date 12/16/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark MATERIAL GIRL



Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 0 First Use In Commerce: 0

Headwear; Hosiery; Rainwear; Sleepwear;Socks
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Signature /theodore r remaklus/

Name Theodore R. Remaklus

Date 03/03/2017
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

____________________________________) 

MG Icon LLC     )    Opposition No. _____________ 

                                                                       ) 

    Opposer, ) 

)    Application No. 87/177,667 

v.       )    Published:  January 10, 2017 

      ) 

Weathered Souls Brewing Company LLC )  

      ) 

    Applicant. ) 

____________________________________) 

 

 

NOTICE OF OPPOSITION 

 

 Opposer, MG Icon LLC, a Delaware limited liability company having a place of business 

at 1450 Broadway, 3rd Floor, New York, New York 10018 ("Opposer"), believes that it will be 

damaged by registration of the MALTERIAL GIRL mark of Application No. 87/177,667 for 

"Beer" in Class 32 within the meaning of Section 13(a) of the Lanham Act, 15 U.S.C. § 1063(a), 

and hereby opposes the same. 

GROUNDS FOR OPPOSITION 

 As grounds for this opposition, Opposer alleges as follows: 

1. Opposer MG Icon LLC ("Opposer") is a joint venture between Madonna (Madonna 

Louise Ciccone) and Iconix Brand Group, Inc. formed in 2010.  Opposer is the owner of the 

MATERIAL GIRL brand, which was launched in 2010.  That brand, which was created along 

with Madonna's daughter, Lourdes, targets girls and young women between the ages of 16 and 

24, and emphasizes the association between Madonna and the MATERIAL GIRL mark as a 

1980s inspired line of clothing, footwear and related apparel accessories. 
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2. Although the brand began in fashion, Opposer currently has plans to expand into 

other products, such as eyewear, bedding and home goods to become a truly lifestyle brand. 

3. Opposer is the owner of the following MATERIAL GIRL United States 

trademark registrations and pending applications: 

MATERIAL GIRL Registration No. 4078284, registered December 27, 2011, 

claiming a first use date of August 15, 2011 

Class 3 – Body lotions; Cosmetics 

 

MATERIAL GIRL Registration No. 4147138, registered May 22, 2012, claiming a 

first use date of August 31, 2010 

Class 14 - Bangle bracelets; Bracelets; Earrings; Jewelry; 

Necklaces; Rings 

Class 18 - Change purses; Coin purses; Handbags; Knapsacks; 

Pocketbooks; Purses 

Class 25 - Belts for clothing; Boots; Bras; Coats; Gloves; 

Jackets; Jeans; Knit shirts; Lingerie; Long-sleeved shirts; 

Overcoats; Pants; Sandals; Scarves; Shoes; Shorts; Skirts 

and dresses; Sweaters; Swimwear; T-shirts; Underwear 

 

MATERIAL GIRL Application No. 86267223, filed April 30, 2014 and published 

September 23, 2014 

Class 20 - Accent pillows; Bath pillows; Bed pillows; Pillows 

Class 24 - Bath sheets; Bath towels; Beach towels; Bed 

blankets; Bed sheets; Bedspreads; Blanket throws; 

Comforters; Duvet covers; Duvets; Hand towels; Pillow 

cases; Pillow shams; Quilt covers; Quilts; Sheet sets; 

Shower curtains; Towels 

Class 27 - Area rugs; Bath mats; Non-slip bathtub mats 

 

MATERIAL GIRL Application No. 86289261, filed May 22, 2014 and published 

October 28, 2014 

Class 3 - Anti-perspirants, bath gels, bath soaps, body powder, 

body sprays, cologne, deodorants for personal use, eau de 

toilette, perfume, hair fragrance in the nature of a mist 

 

MATERIAL GIRL Application No. 86482309, filed December 16, 2014 and 

published May 26, 2015 

Class 9 - Cases for eyeglasses and sunglasses; Eyeglass chains 

and cords; Eyeglasses; Frames for spectacles and 

sunglasses; Sunglasses 
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MATERIAL GIRL Application No. 86482329, filed December 16, 2014 and 

published May 26, 2015 

Class 14 - Watches 

 

MATERIAL GIRL Application No. 86482359, filed December 16, 2014 and 

published May 26, 2015 

Class 25 - Headwear; Hosiery; Rainwear; Sleepwear; Socks 

 

The above marks are referred to collectively herein as the "MATERIAL GIRL Marks". 

4. There are no registered marks or pending applications for marks in the United 

States that include the "MATERIAL GIRL " phrase other than the MATERIAL GIRL Marks. 

5. Opposer and/or its licensees have used the MATERIAL GIRL Marks on or in 

connection with the above goods since the date of first use recited in the registrations.  Those 

marks have also been the subject of substantial marketing and  advertising in the United States in 

connection with the goods of Opposer, and Opposer and its licensees have spent millions of 

dollars in promoting the goods under the MATERIAL GIRL Marks.  As a result of the long and 

continuous use and promotion of the MATERIAL GIRL Marks, those marks have come to be 

associated exclusively with Opposer and as identifying goods and services emanating from 

Opposer.  As a further result of those efforts, the MATERIAL GIRL Marks and brand have 

achieved worldwide recognition and the MATERIAL GIRL Marks are famous. 

6. On information and belief, Applicant is Weathered Souls Brewing Company LLC, 

a Texas limited liability company with an address of 606 Embassy Oaks, Suite 500, San Antonio, 

Texas 782216. 

7. On information and belief, Applicant filed intent-to-use based Application No. 

87/177,667 (hereinafter "the '667 Application") on September 20, 2016 for the  mark 

MALTERIAL GIRL for use with "Beer" in Class 32 
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8. The '667 Application was published for opposition on January 10, 2017.   On 

January 19, 2017, Opposer obtained an extension of time through and including March 11, 2017 

in which to oppose the '667 Application. 

9. Applicant's filing date is subsequent to Opposer's use and registration dates and/or 

application filing dates for its MATERIAL GIRL Marks. 

10. Applicant's MALTERIAL GIRL mark is essentially identical to Opposer's 

Material Girl Marks.  Although it slightly alters the mark by adding an "L" in the middle of the 

mark, the MALTERIAL GIRL mark is otherwise identical to Opposer's MATERIAL GIRL 

Marks and has the same overall appearance, sound and commercial impression.  Indeed, the 

letter "L" in the middle of the mark is likely to be overlooked by consumers who are likely to 

believe that the MALTERIAL GIRL mark is Opposer's MATERIAL GIRL mark. 

11. Although the goods with which the '677 Application have been filed are different 

from those that have been registered and/or are the subject of pending applications for the 

MATERIAL GIRL Marks, it is known for lifestyle brands to sell beverages under their names.  

Thus, while the goods are different, they are related and consumers are likely to mistakenly 

believe that the goods of the '677 Application are those of Opposer or were authorized by 

Opposer. 

12. As a result of the near identicality of the marks and relatedness of the goods, the 

use by Applicant of the MALTERIAL GIRL mark will likely cause confusion among consumers 

of those goods in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 

13. Applicant's MALTERIAL GIRL mark is likely to cause confusion or to cause 

mistake or to deceive consumers by creating the false impression that Applicant's goods originate 

with or are from the same source as Opposer's goods, or are endorsed by, sponsored by, or 
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otherwise connected or affiliated in some way with Opposer and its MATERIAL GIRL Marks in 

violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 

14. Opposer's MATERIAL GIRL Marks are the only registrations or pending 

applications that include the phrase "Material Girl".  Registration of the MALTERIAL GIRL 

mark will dilute Opposer's distinctive and famous MATERIAL GIRL Marks in violation of 

Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

15. In addition, as the MATERIAL GIRL Marks and brand are targeted to teens and 

young women, Opposer has chosen to not use and/or associate the MATERIAL GIRL mark with 

alcoholic beverages as that would be contrary to the image of the brand that Opposer and its 

licensees have developed.  As a result, registration of the MALTERIAL GIRL mark will dilute 

by tarnishment the reputation that Opposer and its licensee have developed for the famous 

MATERIAL GIRL mark in violation of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

16. Applicant is not entitled to use or register the MALTERIAL GIRL mark for the 

opposed goods. 

17. Under Section 7(b) of the Lanham Act, 15 U.S.C. § 1057(b), if a certificate of 

registration were to issue to Applicant it would be prima facie evidence of, among other things, 

its right to use the mark in commerce on the opposed goods, and such use would be likely to 

cause confusion, or to cause mistake, or to deceive purchasers by reason of the similarity thereof 

to Opposer's MATERIAL GIRL Marks. 
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 WHEREFORE, Opposer  believes that it will be damaged by registration of Applicant's 

MALTERIAL GIRL mark, and prays that the '667 Application be refused and registration denied. 

Respectfully submitted, 

 

MG Icon LLC 

 

 

Date:  March 3, 2017         By:  /s/ Theodore R. Remaklus   

Theodore R. Remaklus 

tremaklus@whe-law.com 

WOOD, HERRON & EVANS, L.L.P.  

2700 Carew Tower 

441 Vine Street 

Cincinnati, Ohio 45202-2917 

(513) 241-2324 

(513) 241-6234 (Facsimile) 

 

Attorneys for Opposer 

MG Icon LLC 


